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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
RESPONSE TO OFFICE ACTION 

 
Serial No:    85503362 
Applicant:    Primitive Shoes, Inc. 
Filed:     December 23, 2011 
Mark:    Primitive Apparel  
Examining Attorney:  Mary Rossman 
Law Office:    109 
____________________________________________________________________________ 
 
Dear Ms. Rossman: 
 

Applicant Primitive Shoes, Inc. (“Applicant”) filed a trademark application for the word 
mark “Primitive Apparel” on December 23, 2011 for International Classes 25 and 35 
(“Application”). The USPTO issued an Office Action dated March 29, 2012, finding that the 
Application created a likelihood of confusion between an earlier filed application and other 
registered marks. In this response to the Office Action, Applicant informs the USPTO that it has 
reached a settlement agreement with the owner of the opposing application and registered marks 
to ensure that no consumer confusion will occur between their respective marks based on certain 
conditions. As a result, Applicant hereby seeks to (1) amend the Application for International 
Class 25, and (2) withdraw the Application for International Class 35.   
 

I. Response to Office Action  
 

The USPTO found that Applicant’s mark created a likelihood of confusion with then 
pending application for the word mark “Primitive” Serial Number 77833726 in International 
Class 25 for “Men’s and women’s apparel” (the application has since been amended and 
approved for registration- see below for more information),  and the marks in (1) U.S. 
Registration No. 2899923- “Primitive” in International Class 14 for “Jewelry,” (2) U.S. 
Registration No. 4014066 - “Primitive” in International Class 18 for “Handbags and purses,” and 
(3) U.S. Registration No. 3304024 - “Primitive” in International Class 35 for “Art gallery 
services and retail store services featuring a wide variety of goods.”  The referenced application 
and registered marks are owned by the same party- Primitive, Inc. (“Registrant”).  

 
Up until March of this year, Applicant and Registrant were involved in a trademark 

dispute before the U.S. District Court in connection with their respective marks. The USPTO 
cited Registrant's registrations against registration of Applicant's mark on the grounds that the 
marks may be confusingly similar. However, Applicant and Registrant reached a settlement on 
March 12, 2012, whereby both sides agreed, among other terms, to amend their respective 
applications for International Class 25 (and for Applicant to withdraw its International Class 35 
Application) to avoid any potential likelihood of confusion with the other party’s mark, and 
concluding that their respective marks as amended would not create consumer confusion. (See 
attached Exhibit A- Final Consent Judgment in the matter of Primitive, Inc., v. Primitive Shoes, 
Inc., Case No. 1:10-cv-7431 dated March 12, 2012).  
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Accordingly, as set forth in the Final Consent Judgment, Registrant consents to allowing 
Application for International Class 25 as amended because such modifications will avoid any 
likelihood of confusion between the Registrant and Applicant’s respective marks. The Court of 
Appeals for the Federal Circuit has indicated that consent agreements should be given substantial 
weight by the USPTO when reviewing trademark applications. 8-1200 Trademark Manual of 
Examining Procedure (TMEP) 1207.01(d)(viii). “When those most familiar with use in the 
marketplace and most interested in precluding confusion enter agreements designed to avoid it, 
the scales of evidence are clearly tilted. It is at least difficult to maintain a subjective view that 
confusion will occur when those directly concerned say it won't. A mere assumption that 
confusion is likely will rarely prevail against uncontroverted evidence from those on the firing 
line that it is not.”  In re E.I. du Pont de Nemours & Co., 476 F.2d 1357, 1362 (C.C.P.A 1973)); 
see In re Four Seasons Hotels Ltd., 987 F.2d 1565 (Fed. Cir. 1993).  

 
Applicant and Registrant recognize the validity of each other's use and registration of 

their respective marks in connection with their respective goods and services and have entered 
into a detailed settlement agreement to avoid any conflict with the other's use or registration of 
its mark. “Naked” consent agreements are considered to be less persuasive than agreements that 
specify the arrangements undertaken by the parties to avoid confusing the public. See In re E.I. 
du Pont de Nemours & Co., 476 F.2d 1357, 1362, 177 USPQ 563, 568 (C.C.P.A 1973). "[T]he 
more information that is in the consent agreement as to why the parties believe confusion to be 
unlikely, and the more evidentiary support for such conclusions in the facts of record or in the 
way of undertakings by the parties, the more we can assume that the consent is based on a 
reasoned assessment of the marketplace, and consequently the more weight the consent will be 
accorded." In re Donnay Int'l, S.A., 31 USPQ2d 1953, 1956 (TTAB 1994). 

 
In this instance, Registrant and Applicant assessed the likelihood of confusion for their 

respective marks in the relevant marketplaces and agreed to specifically amend their 
applications. Pursuant to the settlement agreement in the Final Consent Order, Registrant agreed 
to amend its application for the word mark “Primitive” Serial Number 77833726 in International 
Class 25 from “Men’s and women’s apparel” to “Men and women's apparel, namely, men's and 
women's shirts, trousers, jackets, hats, scarves, outerwear, namely, tee-shirts, and jersey shirts, 
but not including men's athletic apparel specifically related to skateboarding and lidded caps.” 
Registrant also agreed to limit its business activities under the mark to refrain from selling 
skateboards or skateboard accessories and to refrain from wholesaling its apparel items to certain 
identified stores that Applicant may transact with. At the same time, Applicant agreed to amend 
its application (the application at issue herein) for the mark “Primitive Apparel” in International 
Class 25 from “Men’s and women’s clothing, namely jackets, pants, shirts, shoes, belts and hats” 
to “Men’s athletic apparel specifically related to skateboarding and lidded caps.”  

 
Accordingly, with respect to any likelihood of confusion between the Applicant’s mark 

for “Primitive Apparel” in International Class 25 and Registrant’s mark for “Primitive” in 
International Class 25, the parties concluded that confusion is not likely to arise from their use 
and registration of their respective marks as amended. This is based on differences in the goods 
and services, in the marks, in the potential consumers, and in the channels of trade. As evidenced 
by settlement agreement embodied in the Final Consent Judgment, Applicant and Registrant 
have acknowledged that their respective marks (as amended)- “Primitive” and “Primitive 
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Apparel”- will not create a likelihood of confusion based on the differences in the marks as well 
as the modified and limited goods their marks will apply to pursuant to the agreed to 
amendments.   

 
Moreover, the conditions under which sales are made to the consumers of Registrant and 

Applicant under their respective marks dispel any potential for likelihood of confusion. 
Applicant and Registrant’s businesses are contrastingly different. Applicant is a skateboard 
lifestyle apparel company, while Registrant is primarily an art gallery and furniture store. 
Applicant sells its products in its one retail store in Los Angeles, CA, and online through its 
website. Registrant primarily offers its goods and services through its retail store in Chicago, Ill. 
Applicant also sells its products wholesale to third parties that both Applicant and Registrant 
have identified and agreed will not overlap going forward. As such, their potential consumers 
and channels of trade are substantially different to eliminate any possibility for consumer 
confusion between the respective goods and services of Applicant and Registrant. In fact, 
Applicant has used the mark “Primitive Apparel” for the manufacturing and sale of 
skateboarding apparel and lidded caps in commerce since at least as early as January 2011, and 
the mark “Primitive” since 2008, and to date, there has not been one reported instance of actual 
consumer confusion. 
 

Finally, to avoid any potential likelihood of confusion with Registrant’s registered marks 
for “Primitive” in International Classes 14 (“Jewelry”), 18 (“Handbags and purses”) and 35 (“Art 
Gallery services and retail store services for a wide variety of goods”), Applicant has agreed to 
withdraw its International Class 35 application for “Retail store and on-line retail store services 
in the field of general consumer merchandise, namely jackets, pants, shirts, shoes, belts, hats, 
backpacks, beanies, watches, sunglasses, wallets, socks, backpacks, skateboard decks, scarves, 
jewelry, towels, stickers and accessories for the foregoing.”  

 
II. Amendment & Withdrawal   

  
Based On the foregoing and in response to issues raised in the Office Action dated March 

29, 2012, Applicant hereby seeks to: 
 

1. Amend its trademark Application Serial No. 85503362 for the mark “Primitive Apparel” 
in International Class 25 from “Men’s and women’s clothing, namely jackets, pants, 
shirts, shoes, belts and hats” to “Men’s athletic apparel specifically related to 
skateboarding and lidded caps;” 
 

2. Withdraw the International Class 35 Application for “Retail store and on-line retail store 
services in the field of general consumer merchandise, namely jackets, pants, shirts, 
shoes, belts, hats, backpacks, beanies, watches, sunglasses, wallets, socks, backpacks, 
skateboard decks, scarves, jewelry, towels, stickers and accessories for the foregoing;” 
and  

 
3. Disclaim the wording “Apparel” for the International Class 25 application.  
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III. Conclusion  
 

Applicant and Registrant have used their marks in commerce in connection with their 
respective goods for several years without any instances of actual confusion. They have 
expressly agreed to limit their goods and services and amend their Class 25 applications in order 
to avoid any potential for consumer confusion.  

 
Applicant and Registrant agree and acknowledge that as amended, their marks- 

“Primitive Apparel” and “Primitive” (respectively) - for International Class 25 do not create a 
likelihood for consumer confusion, and that they may co-exist under the conditions agreed to in 
their binding settlement agreement and court order (Exhibit A). The parties also impliedly agreed 
to continue to take reasonable action to prevent any confusion due to the coexistence and 
registration of their respective marks, and to notify each other of any instances of confusion. 
Finally, Applicant has agreed to withdraw its International Class 35 Application for “Primitive 
Apparel” in order to avoid any potential confusion with Registrant’s marks.  

 
In view of the foregoing, Applicant submits that its Application for International Class 25 

is not likely to be confused with Registrant’s marks, and is therefore in condition for allowance 
and requests that it be promptly passed for publication. 

 
 
Dated: August 11, 2012    Respectfully submitted, 
 

 
/s/_Shahrokh Sheik_____ 
Shahrokh Sheik 
Attorney for Applicant 
10850 Wilshire Blvd., 9th Floor  
Los Angeles, CA 90024 
310-446-1055 Office 
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