
ARGUMENT 

No Likelihood Of Confusion With Cited Marks 

 The Office has initially refused registration under Section 2(d) based on an 

alleged likelihood of confusion with U.S Registration Nos. 983,418, 1,014,803, 

1,220,224, 1,343,041, 1,390,123, 1,716,154, 3,226,550, and 3,300,496 (“Cited Marks”), 

all owned by Ferrero S.p.A. Applicant respectfully submits that there is no likelihood of 

confusion with these marks. 

Applicant’s Mark and the Cited Marks are under Common Corporate Control 

 Likelihood of confusion between Applicant’s Mark and the Cited Marks is 

averted through the doctrine of common control.  Specifically, Soremartec S.A. and 

Ferrero S.p.A. are sister companies, each a part of the larger conglomerate generally 

termed the Ferrero Group, and under the common ownership of Ferrero International 

S.A.  A statement to this effect by F. Ferrua and D. Fabbri, Directors of Ferrero S.A. is 

attached as Exhibit A.  

That Applicant and Ferrero S.p.A. represent a single source is further established 

by the January 26, 1990 Agreement between them, copy and an English translation of 

relevant portions attached hereto as Exhibit B.   The Agreement clarifies that activities 

and operations of the two companies, including inter alia, selection, adoption, and use of 

trademarks, are under the unified control of a single management. 

Specifically, the attached Agreement states that due to the unification of the 

European market and the international concentration of the confectionery products sector, 

the Ferrero Group has further standardized its management policy.  As a result, 

Soremartec S.A. has been entrusted with providing Ferrero S.p.A all of the research and 



development services necessary for the manufacture of, inter alia, confectionery 

products, and their presentation and packaging as well as the marketing and advertising 

concepts therefor.  The research and development activities include, for example, data 

collection, product development (including brand name research) and product innovation.  

All of these activities of Soremartec S.A. are to be conducted for the benefit of the 

Ferrero S.p.A. and other companies comprising the Ferrero Group.  Clearly, the Ferrero 

Group exerts a unity of control over all activities of Ferrero S.p.A. and Soremartec S.A., 

including the selection, adoption and use of trademarks owned by them.  

It is well settled that products emanating from two companies may be considered 

to emanate from the same source if there is a legal relationship between the companies, 

such that there is unity of control over the use of the trademarks.  See, TMEP §1201.07 et 

seq.; In re Wella A.G., 5 U.S.P.Q.2d 1359 (T.T.A.B. 1987) (WELLA family of marks 

owned by Wella A.G. and Wella U.S. held to emanate from single source, based on the 

unity of control doctrine).  Applicant notes that this same issue has arisen several times in 

the past with respect to trademark applications owned by Sormartec S.A. or Ferrero 

S.p.A, and in all such instances, the U.S. Patent and Trademark Office has approved the 

mark for publication.  For example, the mark 8 KINDER (stylized) in Application Serial 

No. 79/012,542 was granted registration based on arguments that Ferrero S.p.A. and 

Soremartec S.A. fall under common control of the Ferrero Group.  Similar arguments 

were presented in Office Action Responses for Applicant’s Application Serial No. 

79/013,027 for 8 KINDER BREAKFASTOGETHER (stylized) and for Ferrero’s 

KINDER DÉLICE, Application Serial No.  76/655,035, and these marks registered. 



 In view of the foregoing, Applicant submits that the refusal has been overcome 

and respectfully requests that the Application be passed to publication.  
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